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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Traditional Medicinals

Granted to Date
of previous ex-
tension

11/30/2016

Address 4515 Ross Road
Sebastopol, CA 95472
UNITED STATES

Correspondence
information

Jeremy Johnson
Traditional Medicinals, Inc.
4515 Ross Road
Sebastopol, CA 95472
UNITED STATES
jjohnson@tradmed.com,khuggins@tradmed.com,galbers@tradmed.com
Phone:707-823-8911

Applicant Information

Application No 86884239 Publication date 08/02/2016

Opposition Filing
Date

11/29/2016 Opposition Peri-
od Ends

11/30/2016

Applicant GALLETAS DE CALIDAD, S.A. DE C.V.
Poniente 122
02630 MÃ©xico City,
MEXICO

Goods/Services Affected by Opposition

Class 030. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Biscuits; Cookies; Pastries

Applicant Information

Application No 87060142 Publication date 11/22/2016

Opposition Filing
Date

11/29/2016 Opposition Peri-
od Ends

12/22/2016

Applicant GALLETAS DE CALIDAD, S.A. DE C.V.
Poniente 122 No. 489 Col. Coltongo
02630 MÃ©xico City,
MEXICO

Goods/Services Affected by Opposition

Class 030. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Biscuits; Cookies; Pastries

http://estta.uspto.gov


Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1258222 Application Date 08/12/1982

Registration Date 11/22/1983 Foreign Priority
Date

NONE

Word Mark NIGHTY NIGHT

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 1974/10/00 First Use In Commerce: 1976/01/05

Herbal Teas for Use as a Sleep Inducer

U.S. Registration
No.

1561220 Application Date 01/30/1989

Registration Date 10/17/1989 Foreign Priority
Date

NONE

Word Mark NIGHTY NIGHT

Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1974/10/00 First Use In Commerce: 1976/01/05

HERB TEA FOR FOOD PURPOSES

U.S. Registration
No.

2205033 Application Date 04/14/1997

Registration Date 11/24/1998 Foreign Priority
Date

NONE

Word Mark NIGHTY NIGHT

Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 1974/10/00 First Use In Commerce: 1976/01/05

dietary and nutritional supplements in the nature of herb teas

Attachments Consolidated Opposition_Nighty Nights.pdf(393325 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address



record by First Class Mail on this date.

Signature /Jeremy Johnson/

Name Jeremy Johnson

Date 11/29/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
       ) 
TRADITIONAL MEDICINALS, INC.  ) Opposition No.:    
 Opposer,     ) 
       ) Serial No.: 86/884239  
       ) Mark: NIGHTY NIGHTS 
 v.      ) 
       ) Serial No.: 87/060142   
       ) Mark: NIGHTY NIGHTS and 

       )  design 
GALLETAS DE CALIDAD, S.A. DE C.V.  ) 

Applicant.     )  
_______________________________________ ) 
 

CONSOLIDATED NOTICE OF OPPOSITION 

Opposer, Traditional Medicinals, Inc. (“Opposer”), a benefit corporation organized and 

existing under the laws of the State of California, believes that it will be damaged by the 

registrations of the following marks: (1) the word mark NIGHTY NIGHTS as applied for in 

Application Serial No. 86/884239, and (2) the word mark and design  as applied for 

in Application Serial No. 87/060142 (collectively “Applicant’s Marks”). The applications for 

both Opposed Marks were filed, and are owned by, GALLETAS DE CALIDAD, S.A. DE C.V.   

Opposer, having previously been granted an extension of time to oppose Applicant’s 

Marks, hereby opposes same. 

As grounds for this Consolidated Notice of Opposition, Opposer respectfully submits: 

1. Opposer is a benefit corporation organized and existing under the laws of the State of 

California, having a place of business at 4515 Ross Road, Sebastopol, California 95472. 

2. Founded in 1974, Opposer is a leading manufacturer of tea and herbal supplements.  

Opposer is committed to using high quality ingredients with a focus on purity and 

sustainability of resources used.  Opposer has developed a reputation for safe and 

effective products that have been used and trusted for decades. Opposer is well known in 

the natural health foods industry as providing health and wellness solutions. 
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3. Applicant is a sociedad anonima (sa de cv) organized and existing under the laws of 

Mexico. 

4. On January 22, 2016, Applicant filed an application with the intent to use the word mark 

NIGHTY NIGHTS in International Class (IC) 030 for “Biscuits; Cookies; Pastries”. This 

trademark application was published for Opposition on August 2, 2016. 

5. On June 3, 2016, Applicant filed an application with the intent to use the word and design 

mark  in International Class (IC) 030 for “Biscuits; Cookies; Pastries”. This 

trademark application was published for Opposition on November 22, 2016. 

Priority 

6. Applicant filed its applications to register both of its marks on an “intent to use” basis. 

7. Applicant may only assert “constructive” use of Applicant’s Marks as of January 22, 

2016 and June 3, 2016 respectively, several decades after Opposer adopted its NIGHTY 

NIGHT marks. 

8. Opposer is the exclusive owner in the United States of the federally registered mark 

NIGHTY NIGHT in IC 005 and IC 030 (“Opposer’s Marks”) as identified below and 

attached in Exhibits A-C. 

Reg. 
Number 

Reg. 
Date 

Trademark IC Goods / Services Statement 

1258222 11/22/1983 NIGHTY NIGHT 5 Herb teas for use as a sleep inducer 

1561220 10/17/1989 NIGHTY NIGHT 30 Herb tea for food purposes. 

2205033 11/24/1998 NIGHTY NIGHT 5 Dietary and nutritional supplements 
in the nature of herb teas 

 
9. Opposer’s Marks are valid and enforceable. 

10. Opposer’s Marks are incontestable. 

11. Since at least 1974, Opposer has used the trademark NIGHTY NIGHT throughout the 

United States with respect to goods in IC 005 and IC 030.   
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12. Opposer’s NIGHTY NIGHT products are supported by significant advertising and 

promotional investment including in national print and digital advertising. Through its 

advertising and promotional efforts, Opposer’s NIGHTY NIGHT marks have achieved 

prominence throughout the marketplace and public sphere. As a result of its widespread 

awareness, well-established reputation for safety, efficacy, and health and wellness, 

Opposer’s NIGHTY NIGHT products have achieved fame and broad distribution in both 

brick and mortar stores, as well as online retailers. 

13.  Opposer’s NIGHTY NIGHT products are a top-selling medicinal tea at major mass-

market and grocery retailers including Wal-Mart, Target, Kroger and Whole Foods, as 

well as online retailers like Amazon.com. 

14. Opposer has priority over Applicant and, therefore, the registration of Applicant’s Marks 

is improper under Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d). 

Likelihood of Confusion 

15. Applicant’s Marks incorporate the entirety of Opposer’s Marks. 

16. Upon information and belief, Applicant intends to sell its products through the same 

channels of trade as Opposer, specifically grocery and mass market retailers, as well as 

online marketplaces. 

17. Upon in formation and belief, Applicant’s products, specifically biscuits, and Opposer’s 

tea products are often served and consumed together, and are often located nearby, or 

even, in the same aisles at grocery stores. One of Opposer’s products is specifically 

designed for food preparation purposes. Biscuits are a food. 

18. Upon information and belief, Applicant’s products are intended to be used in a similar 

manner, and consumed at the same time, as Opposer’s (namely at night). Because 

Applicant’s Marks are likely to cause confusion as to the source of goods, registration of 

the marks would be in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d). 
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Dilution by Blurring 

19. Registration of Applicant’s Marks is also likely to dilute the distinctiveness of the fame 

and reputation of Opposer’s Marks by eroding consumer’s exclusive identification of 

Opposer’s Marks with Opposer, and otherwise lessening the capacity of the NIGHTY 

NIGHT marks to identify and distinguish Opposer’s goods and services in violation of 

§43 of the Lanham Act, 15 U.S.C. §1125.  

20. Applicant’s Marks are likely to cause dilution by blurring the fame and reputation of the 

NIGHTY NIGHT marks based on a number of considerations including, but not limited 

to: 

(a) Applicant’s Marks incorporate the entirety of Opposer’s Marks; 

(b) Opposer’s Marks are inherently distinctive through Opposer’s extensive and 

continuous use of its NIGHTY NIGHT marks in the United States for over 40 

years; 

(c) Opposer has engaged in substantially exclusive use of Opposer’s Marks in 

connection with Opposer’s goods;  and 

(d) Opposer’s Marks are highly recognized by the general consuming public. 

21. By virtue of Opposer’s continuous and exclusive use, advertising, promotion, and sale of 

teas and dietary supplements, Opposer’s NIGHTY NIGHT marks have become 

recognized by the relevant public as identifying products associated exclusively with 

Opposer. 

22. Opposer’s products bearing NIGHTY NIGHT marks have been offered at trade shows for 

at least the past three (3) decades, and are sold nationwide in major retail stores and 

internet retailers. 

23. Opposer’s Marks became famous before Applicant’s constructive use of Applicant’s 

Marks, and well before Applicant applied for registration of Applicant’s Marks. 
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24. By eroding consumers’ exclusive identification of Opposer’s NIGHTY NIGHT marks 

with Opposer, and otherwise lessening the capacity of Opposer’s Marks to identify the 

goods and services of Opposer, Applicant’s Marks are in violation of Section 43(c) of the 

Lanham Act, 15 U.S.C. § 1125(c). 

False Suggestion of a Connection 

25. Applicant’s Marks incorporate the entirety of Opposer’s Marks. 

26.  The consuming public will mistakenly identify Applicant’s goods and Opposer’s goods 

as originating from the same source. 

27. Opposer has no connection to Applicant or its activities. 

28. Applicant’s use of Applicant’s Marks in connection with biscuits, cookies and pastries 

create a false suggestion of affiliation with, or sponsorship by, Opposer. 

29. By creating a false and misleading suggestion of affiliation, Applicant’s Marks are in 

violation of Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a). 

Conclusion 

30. The registration of the Applicant’s Marks is inconsistent with Opposer’s rights in its 

NIGHTY NIGHT marks and will cause damage to Opposer’s trademarks and business. 

WHEREFORE, Opposer respectfully prays that this Consolidated Opposition be 

sustained and that Application Serial Nos. 86/884239 and 87/060142 be refused registration. 

Opposer submits herewith the requisite filing fee of $600.00 for opposition of the two 

separate marks. 

 Dated this 29th  day of November, 2016. 
       TRADITIONAL MEDICINALS, INC. 
 
 
       __/Jeremy M Johnson/_________________ 
       Jeremy Johnson, Esq. 
       4515 Ross Road 
       Sebastopol, CA 95472-2250 
       Phone: 800-543-4372 / 707.823.8911 
       Email: jjohnson@tradmed.com  
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Attorney for Opposer,  

Traditional Medicinals, Inc. 
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CERTIFICATE OF MAILING 

 

 I hereby certify that a copy of the attached CONSOLIDATED NOTICE OF 
OPPOSITION (together with all exhibits and a copy of this Certificate) was served this 29h   day 
of November 2016 by US mail to: 
  
 Alumit IP 

Attention: John Alumit 

135 S. Jackson Street, Suite 200 

Glendale, CA 91205 

  

 
  
 
       ________/Jeremy M Johnson/__________ 
       Signature 
 
       Date of Signature: 29.November.2016 
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